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U.S. Patent and Trademark Office, Commerce §7.41

(b) If no response is filed within this
time period, the extension of protec-
tion will be cancelled, unless time re-
mains in the grace period under section
71(a)(3) of the Act. If time remains in
the grace period, the holder may file a
complete, new affidavit.

(c) If the affidavit or declaration is
filed within the time periods set forth
in section 71 of the Act, deficiencies
may be corrected, as follows:

(1) Correcting deficiencies in affidavits
or declarations timely filed within the pe-
riods set forth in sections 7I(a)(1) and
71(a)(2) of the Act. If the affidavit or
declaration is timely filed within the
relevant filing period set forth in sec-
tion 71(a)(1) or section 71(a)(2) of the
Act, deficiencies may be corrected be-
fore the end of this filing period with-
out paying a deficiency surcharge. De-
ficiencies may be corrected after the
end of this filing period with payment
of the deficiency surcharge required by
section 71(c) of the Act and §7.6.

(2) Correcting deficiencies in affidavits
or declarations filed during the grace pe-
riod. If the affidavit or declaration is
filed during the six-month grace period
provided by section 71(a)(3) of the Act,
deficiencies may be corrected before
the expiration of the grace period with-
out paying a deficiency surcharge. De-
ficiencies may be corrected after the
expiration of the grace period with
payment of the deficiency surcharge
required by section 71(c) of the Act and
§7.6.

(d) If the affidavit or declaration is
not filed within the time periods set
forth in section 71 of the Act, the reg-
istration will be cancelled.

[75 FR 35977, June 24, 2010]

§7.40 Petition to Director to review re-
fusal.

(a) A response to the examiner’s ini-
tial refusal to accept an affidavit or
declaration is required before filing a
petition to the Director, unless the ex-
aminer directs otherwise. See §7.39(b)
for the deadline for responding to an
examiner’s Office action.

(b) If the examiner maintains the re-
fusal of the affidavit or declaration,
the holder may file a petition to the
Director to review the examiner’s ac-
tion. The petition must be filed within
six months of the date of issuance of
the action maintaining the refusal, or
the Office will cancel the registration.

(c) A decision by the Director is nec-
essary before filing an appeal or com-
mencing a civil action in any court.

[68 FR 55769, Sept. 26, 2003, as amended at 73
FR 67776, Nov. 17, 2008]

Subpart G—Renewal of Inter-
national Registration and Ex-
tension of Protection

§7.41 Renewal of international reg-
istration and extension of protec-
tion.

(a) Any request to renew an inter-
national registration and its extension
of protection to the United States
must be made at the International Bu-
reau in accordance with Article 7 of the
Madrid Protocol.

(b) A request to renew an inter-
national registration or extension of
protection to the United States sub-
mitted through the Office will not be
processed.
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Section
A
Abandonment of application or mark:
During inter partes ProCEEAINE ....c.iiiiriiii ittt eet e eae e ae e aaeenans 2.135
ExXDPress abandonment. . ... aaas 2.68
For failure to respond or to respond completely to official action.............. 2.65(a)
For failure to timely file a statement of US€ ......cceviviiiiiiiiiiiiiiiiiiieeens 2.65(c)
Revival of abandoned appliCation .........ciuiiiiiiiiiiiiii e 2.66
Acceptance of affidavit UNAer SEC. 8....iininiiiiiiiiii e e aeaas 2.163
Access:
To applications, and all proceedings relating thereto, after publication
OF TEGISTTrATION . .ttt 2.27(d)
To applications prior to publication...
TO ASSIGNIMENT FECOTAS . vttt et e ettt ee et ea e s ereasenenearenanns 2.200
To decisions of Director and the Trademark Trial and Appeal
270 =1 ¢ PP PPN 2.27(c)
To materials filed under seal pursuant to a protective order......... 2.27(e); 2.126(d)
To pending trademark application IndeX .........cccceieiiiiiiiiiiiiiiiiiiieeeeans 2.27(a)
Acknowledgment of receipt of affidavit or declaration:
FIled UNAer SEC. 8 o et 2.163
Filed under secC. T1 ..ccoiviiiiiiiiiiiiiieieieieieeanens
Act, The, defined ......ccoveviviiiiiiiiiiiiiiirreeeeens
Action by assignee of record or owner
Action by Examiner on appliCation ........ccooiiiiiiiiiiiiiiiiiicee e 2.61
Adding party to an iNGerferenCe . ... e 2.98
Address for correspondence with U.S. Patent and Trademark Office................ 2.190
Admissions, request for (discovery):
Motion to determine sufficiency of responSe.......cccvviiiiiiiiiiiiiiiiiiiieeenns 2.120(h)
1 010 B = o PN 2.120(a)
LOLSTCI o =Y b a's D ESTS) Lo o B PP PPN 2.120(3)
When to file copy of request with Trademark Trial and Appeal
D270}z 1 o PP PRSPPIt 2.120(3)(8)

Advertising by attorneys and others, restricted
Affidavit or declaration:

Claiming benefits of Act of 1946 under SEC. 12(C) cuivivririiriiiriiiiiiieeeeeeeenenens 2.1563
Combined SeCS. 8 AN 15 ....iuiiriiiiiii i e 2.168(a)
For incontestability Under SEC. 15 ..ot et ereeeae e 2.167
Of use in commerce or excusable nonuse under SeC. 8.......cccvvvvvvvieninininnnnnn 2.160-166
Of use in commerce or excusable nonuse under sec. Tl......ccceeveveviiiiinenennn.. 7.36-7.40
Reconsideration of, under sec. 8 .................. ...2.163(b), 2.165
Reconsideration of, Under SEC. Tl....vvviiiiiiiiiiiiiiiieieieieeeeee s 7.39(b), 7.40
To avoid cancellation of registration under sec. 8........cevvvvviviviiniininnnnn. 2.160-2.161
To avoid cancellation of registration under sec. T1......ccoceeviiviviiviniiiiniinnans 7.36-7.40
Agent. (See Attorneys and other representatives)
Allegations in application or registration not evidence on behalf of ap-
plicant or registrant in inter partes proceeding..........cccevevivivenennnnnnnnnns 2.122(b)(2)
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AllOWanCe, NOTICE OFf .oniniiiiii e 2.81(b), 2.88
Amendment of application:
After final aCTion .o e 2.64(b)
After PUDLICATION ..o e 2.35(b), 2.84(b)
Between notice of allowance and statement of USe........cocvvvviiiiiiiiiiiiiiiinen, 2.77
Description or drawing of mark .......ccoovviviiiiiiiiiiiiiiieieeeees
Form of amendment..........ccooviviiiiiiiiininininnnn,
Involved in inter partes proceedings
TO AlIEZE USE tuinviriitiiii e eeeaenens
To change to different register ......................
To correct informalities........ccccvevviviviiineninnns
To seek concurrent use regiStration ......cccoiiviiiiiniiiiiiii s 2.73
Amendment of pleadings in inter partes proceedings:
(7= 5 aTeT=) B =1 72 (o ) s D PPN 2.115
[©)/0) 00153 7 1o ) s B TRPRU 2.107
Amendment of registration:
During inter partes ProCEEAINES ..uuuini ittt ettt eee e eeaeanenens 2.133
Requirements for, in general
AMendment $0 AllEZE TISE .ouuiuiir ittt ettt e, 2.76
Amendments to description or drawing of mark after filing ................... 2.72(b)(1)
Correction of defiCienCy I ..o s 2.76(g)
B OECTCI o) i 1 b 0T P PP PP TP PR PPt 2.6
Filed during final action response Period.........cccveviviiiiiiiiiiiiiiiiieeeeeeeeeeanans 2.64(c)
Minimum requirements for filing ........ccoviviiiiiiiiiiii s 2.76(e)
ReqUIremMeEnts fOT ..ot e e 2.76(b)
ATl o) i i 1 5 s F =PRI 2.76(a)
WITHATAWAL OF ..viininiiiiii e et e e e et e e ae e e e e e e e e eaeaenaans 2.76(h)
Answer to pleadings in opposition and cancellation proceedings............. 2.106, 2.114
Contents Of ANSWETr. ..ot 2.106(b)(1), 2.114(b)(1)
Corresponds to answer in court proceeding .........coveviiiiiiiriiiiiiiiiieeieenenens 2.116(c)
(07030 hiahot=y e K= h'a NP 2.106(0b)(2), 2.114(b)(2)
Failure to timely anSWeT .. ..c.iiiiiii e eneaes 2.106(a), 2.114(a)
Answer to notice instituting concurrent use proceeding..........c.cccveveivininnenen. 2.99(d)
Failure 0 aSWeT c.uuiiii i et e et e e ans 2.99(d)(3)
Who needs to answer and WHhen ......o.vuviiiiniininiiinierreee e e e eenes 2.99(d)(2)
Appeal to Court and CivVil ACTI0N...ivii it 2.145
Appeal to Court from decision of Director.......ccooviiiiiiiiiiiiiiiiiiirr e 2.145
Appeal to Court from decision of Trademark Trial and Appeal
2 70 T2 1 ¢ S 2.145
Appeal to U.S. Court of Appeals for the Federal Circuit.............coceeenennn 2.145(a)
Civil action ....2.145(c)
Extensions of time t0 aPDeAl c...viuiriniiiiii e 2.145(e)
Notice of appeal t0 COUT ..ot e aeas 2.145(c)(4)
Notice of appeal to U.S. Court of Appeals for the Federal Circuit ............. 2.145(b)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal circuit.........cccoeeeveviininen.n.. 2.145(c)(3)
Time for appeal Or CiVil ACTI0N c.vviuiiiiiiii e 2.145(d)
Appeal to Trademark Trial and Appeal Board:
Appropriate response to final refusal or second refusal on the same
F 010 B0 L = PN 2.64(a), 2.141
BriefS 0N @DDEAL ...veiiiiiiii e a e 2.142(b)
Compliance with requirements not on appeal ........ccovviviiiiiiiiiiiiiiiiieennns 2.142(c)
Failure of appellant to file brief........ccoiiiiiiiiiieees ...2.142(b)(1)
In multiple class aPPliCATIONS ..ot e 2.141(b)
Introduction of new evidence after filing of appeal...........ccccvviiiiiiiinininnnnn 2.142(d)
Oral Nearing 0N ADPEAL.....cuiie ittt ee e ereeaaenens 2.142(e)
Reconsideration of decision on appeal.......cccooiiiiiiiiiiiiiiiiiii s 2.144
Remand to Examiner re new issue prior to decision...........ccccceeviviiiiininnnn.. 2.142(f)
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Reopening of examination of application after decision on appeal ............ 2.142(g)

Time and manner of filing apPeal......cccciuviiiiiiiiiiiiiiiiir e 2.142(a)
Applicant:

B0} i ch = s BTN 2.24, 2.34(a)(3) and (4)

May be represented DY an attorney ..o.o.vveiriiiiiiii e 2.11

Name Of ..ovovieiii s ...2.21, 2.32(¢c)

Signature and oath or declaration .........cveiiiiiiiii i 2.33
Application for registration ... s 2.21-2.47

Access 1o pending appliCations ...ooviiiiii s 2.27

Amendment of. See Amendment of application.

Basis fOr fIlIng .oiuieiiii e 2.34, 2.35

Certification mark
Collective mark...

Color claim in .....

(070) L6310 h i o3 0 LT 0 ST OO PP

Conflicting marks, co-pending applications for ..

Description of mark .....ccoooveiiiiiiiiiiiiieeeens

Different classes may be combined ................

Dividing of applications .........ccoceveveiiniininnnnn.

D)z At R e Tl 10 L0 B A = Te DO PPN 2.51
Extension of protection of international registration to TUnited

S DS ettt e 7.25-7.41
Filing-date requirements ..o e e eaaas 2.21
Form of apDliCabion ...ouiininiiii i e 2.32-2.47
For international registration. See International registration, application for
Must be In ENGLISH .o 2.32(a)
Principal Register.....ocooiiiiiiiiiiiiiiiiiiiieieeeens
Priority claim based on foreign application...........ccccoiviiiiiiiiinnnn.n. 2.34(a)(4), 7. 27
Prior registrations should be identified......... 2.
Requirements for drawings ........ccoeevveveenennnn..

Requirements for written application ...........
Service mMark ....cocvviviiiiiiiiiiieieieieeee e,
Signature of............ceeneene.
Specimens filed with......
Supplemental Register
VerifiCation Of c..o.iii e e e 2.32(b), 2 33
Assignee:
Certificate of registration may be issued t0 ..cocoveviviiiiiviiiiiiiin 3.85
New certificate of registration may be issued t0.....cccevviiiiiiiiiiiiiiiiinn, 2.171
BA\fo ) vie o) a'a b a3 B =16 B N U0 O PP PP 3.61
Right to take action when assignment is recorded or proof of assign-
ment has been submitted.......coooiiiiiiii 3.71, 3.73
Assignment of registered marks or marks subject to pending applica-
L0 10} 0 [ T PO 3.1—3.85, 7.23
Cover sheet required to record
Effect of reCOrding.....coovuviiiiiiiiiiiiiiei e
Electronically-filed requests to record........ccocvevviniiinininninennn.. 3.25(¢c)(1), 3. 31(a)(7)
Extension of protection of international registration to U.S., assign-

D a L= 0L v o PSPPI 7.22, 7.23
Original documents should not be submitted for recordation.............. 3.25, 3.34(b)
Recording in U.S. Patent and Trademark Office of assignments or

other instruments relating to such Marks .......cccooiiiiiiiiiiiiiiiiieiceeceeeeene 3.11
Recording of changes to International registrations or applications not

F0 0] o) Ao 1 o) 1 PPN 7.22
Records open to public inspection ......c.cooevviiiiiiiiiiiie 2.200, 2.201(b)
Requirements for reCording ......coooviviiiiriiiiiiie e 3.25-3.31, 3.41

Assignment of trial dates in inter partes proceedings .............ccceeevennnn. 2.120(a), 2.121
Consolidated ProCEEAINGS. . uuuiu ittt et et e e et eenans 2.121(b)(2)
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(070108 1713 eI K= 15 0's HR N 2.121(b)(2)
DISCOVETY PETIOM ceuiuiininiiiniiiiei ettt et et et et et et eae it enetaeneaeanensananeneanan 2.120(a)
Extending, Rescheduling...............coceen.e. S 2.120(a), 2.121(a)(1), (c), (d)
M has Lo o v 0 1c) i Mo 16 1< PSP 2.121
Trial order mailed with notice of institution............cocoeviiiiiiiiniiinnnn. 2.120(a)
Attorney conflict of interest......ovviiiiiiiiiii 2.61(c), 10.61-10.68
Attorneys and other representatives...... 2.11, 2.17-2.19, 2.119(d), 10.1-10.112, 11-1-11.62
Authentication of copies of registrations and records..........coceevvevevvenennne. 2.200(a)(2)
B
Basis for filing an appliCation ......ccoeveiiiiiiiii e 2.34, 2.35
Bona fide intention to use....... 2.34(a)(2)(1), 2.34(a)(3)(1), 2.34(a)(4)(1), 2.89(a)(3), (b)(3)
Briefs:
At final hearing in inLer DATEES CASE ..ueveiriie it ee et eae e eeaeenenaens 2.128
Failure of appellant to file brief on appeal.........cccoeviiiiiiiiiiiiiiiiiiiiiiienn, 2.142(b)(1)
Failure of inter partes plaintiff to file brief at final hearing........... ...2.128(a)(3)
Failure to file brief on inter partes MOtioN ......covvviiiiiiiiiiiiieiceeeeeans 2.127(a)
On appeal to Trademark Trial and Appeal Board..........cccooeveviiiiiiiinnininnnnn 2.142(b)
On MOotions iN iNter PDATLES CASES .cvvviriririririreteerer et eeeieieeeeieneeeenans 2.127(a), (e)(1)
On Petitions t0 DireChoOr ..o e 2.146(c), (e)
Burden of proof in an interference .........cooovuiiiiiiiiiiiii s 2.96
Business with U.S. Patent and Trademark Office to be conducted with
AECOTUIMN ANIA COUTTEST 1 euivninintineniirtnet it ete e et e et tetetenetaenenetneneraenensanenennensn 2.192
Business with U.S. Patent and Trademark Office transacted in writ-
BT PPN 2.191

C

Cancellation of registrations (See also International Registration, cancellation
of):

By cancellation proceeding—pleadings and procedure .........ccceveveeriivineneenennnns 2.111
(See also Petition for Cancellation)
By registramnt ..o e 2.134, 2.172
For failure to file affidavit or declaration of use under sec. 8................ 2.160-2.166
For failure to file affidavit or declaration of use under sec. 71 ................. 7.36-7.40
During cancellation ProCeeding.......coviviriiiiiiiiiiiiiiniiieineieieeieieeneeaneneneanas 2.134(b)
Cases not specifically defined in rules, petition to the Director............... 2.146(a)(4)
Certificate of correction of registration .......ccccoevviiiiiiiiiiiiiiiiin 2.174, 2.175
Certificate of mailing by first class mail.......cooooiiiiiiiiiiii s 2.197
Certificate of registration:
As evidence in inter partes proceeding ......ccocvveveiiiiiiiiiieniiieieenennnnn. 2.122(b), (d), (e)
(0700 7= 1 TN 2.151
In Registered extension of protection of international registration to
United Sat e ininiiiii e e e aas 7.28
Issuance of new certificate t0 asSSIgNEE . ....cvviiiiriiiiii 2.171
When and NOW ISSUEA «.uvuierininiiiiii et e e eaans 2.81, 2.82, 2.151
Certificate of transmMiSSION ..ot 2.197
CertifiCation MATK . ..cciii it e e e e e e anens 2.45, 2.56(a)(b)
Certification of international appliCation ........ccoiiviiiiiiiiiiiiiiiiii e eeaans 7.13
Certified copies of registrations and reCords .....ccoovviiriiiiiiiiiiiiii e 2.201
Citizenship of apPliCant ....coiiiiiii i e 2.32(a)(3)
Civil action:
From decision Of DIreClOr. ..o e e eaeas 2.145(c)
From decision of Trademark Trial and Appeal Board .............ccoeevivieenennnn. 2.145(c)
Notice of election by appellee to proceed by civil action after appeal
to U.S. Court of Appeals for the Federal Circuit ..........cooevvvviviininni... 2.145(c)(3)
Notice to Trademark Trial and Appeal Board of election to commence
civil action for review of Board decCiSion ..........ceeuveveniirininnininiinenennnns 2.145(c)(4)
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Suspension of action in application pending outcome .........c.cceveiviiiiiiiiininnn... 2.67
Suspension of inter partes proceedings pending outcome ............ccvveviiiininn.n. 2.117

Time for commencing civil action from decision of Director or Trade-
mark Trial and Appeal BOATO ......ccovniiiiiiiiiieiiieeeeeeeeeeeeeeeeaeaeaeneaeanas 2.145(d)
Waiver of right to proceed by civil action in ex parte case ...........c....eu..n. 2.145(c)(2)
Civil Procedure, Federal Rules of, applied to inter partes proceedings ......... 2.116(a),
2.120(a)

Claim of benefits of Act of 1946 for marks registered under prior

F o) 1 TP 2.153-2.156

Classification of 200ds and SEIVICES c.ivuiriiiir i ettt aeeaenenns 2.85
Application limited t0 SINGIE CLASS .ouivririiiiiiiiie et eaenens 2.86(a)
Combined aPDliCatioNS .oviiie i e aaas 2.86(b)
SCNEAULES Of ClaS SO S .ttt ittt ettt e e ee et e e e e e eaeaaaaaanns 6.1-6.4

Code of Professional Responsibility .ccovviiiiiiiiiiiiiiiiicrieeeeeees 10.20-10.112

COlIECTIVE MATK 1.ttt e e e e 2.44, 2.56(a)(3)

Color claim:

In application for registration in United States.......cccoevvivivinininiinininnnn.. 2.52(b)(1)
In application for international registration ............cccovvvivivininnnnn. 7.11(a)(4), 7.12

Combined apPPliCationS .ouiuiei i e aas 2.86

Combined inter partes proceedings:

(072 s LT N - v Ko ) o KPP 2.112(b)
[0)/0) 010155 A v 1o ) s KU USRS 2.104(b)

Commencement of cancellation .......coovuiiiiriiiiiiii e 2.111(a)

Commencement of OPPOSITION .oviriniirii e 2.101(a)

Communication with attorney or other representative.........cccoviiiiiiiiiiiinninnn.. 2.18

Complaints against U.S. Patent and Trademark Office employees..........c........ 2.192

Compliance of applicant with Other 1aWs .....ccooiiiiiiiiiiii s 2.69

Compliance with discovery order of Trademark Trial and Appeal

BOATA . eniiiiii et e e a et e e e ans 2.120(g)
Compulsory counterclaim .........coeevuveiiivineiiiniiiinineinineenenes 2.106(b)(2)(1), 2.114(b)(2)(1)
Concurrent use registration......coov i 2.42, 2.99

Amendment 0 SEEK ...vuiuiii i e 2.73, 2.75(¢c)
Answer to notice of concurrent use proceeding, by whom and

725 0 PN 2.99(d)
APPlIication TeqUITEINENTS t.ivinitiii ettt e e et e e e aeneanans 2.42
Based upon court determination ..........cooeiiiiiiiiiiiiii s 2.99(f)
Burden of proving entitlement 10 ......coooiuviiiiiniiiiiii e 2.99(e)
Consideration and determination by Trademark Trial and Appeal

BOATA eniiiiieie et ans 2.99(h), 2.133(c)
Examination by EXaminer ......c.coooiiiiiiiiiii e eas 2.99(a), (b)
Intent-to-use applications, when subject t0....c.coeveiiiiiiiniiiiiiniinnnn.. 2.73(b). 2.99(g)
Mark must first be published for opposition PuUrpoSes .......ccvvviviiriiieniennennn. 2.99(b)
Notice of concurrent use ProCeeding .......cceeuvuviiiriiiniiniiiiniiieineieieeneeanens 2.99(c), (d)
Registrations and applications to register on Supplemental Register

and registrations under Act of 1920 not subject to.......ceveviviiiiiiiiiiiiininn, 2.99(g)
Request to divide application during concurrent use proceeding............. 2.87(c)(1)

Conduct of Practitioners ...cccovviiiiiiiiiiiiiirree e 10.20-10.112, 11-1-11.62

Conference, pre-trial, in inter PATteS CaASES c.cviivririie i iieeeieeeieeeeeeeenenns 2.120(i)(2)

Conference, telephone, in inter PATLES CASES ..vuvvriiiieeeierieirereerererereereenenenens 2.120(1)(1)

Confidential Matters....ccov i 2.27(e), 2.125(e), 2.126(d)

Conflict of interest, attorney ....cccoeviiiiiiiiiiiieee e 2.61(c), 10.61-10.68

Conflicting marks, co-pending applications for..........coooiiiiiiiiiiiiiiiiiiinnn, 2.83, 2.91

Consent of applicant or authorized representative to withdrawal of oppo-

SItI0M A T A S WO .ttt 2.106(c)
Consent of opposer to abandonment of application or mark ............ccceveenenenen. 2.135
Consent of petitioner to surrender or voluntary cancellation of registra-

173 (0 ) s P PP TP PPN 2.134
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Consent of registrant or authorized representative to withdrawal of can-

Cellation after AN WL .. ...t 2.114(c)

Consolidated inter partes proceedings:
Filing consolidated petition to cancel..........ccovviiiiiiiiiiiiiiiceeeeens 2.112(b)
Filing consolidated opPOSIition ..o s 2.104(b)
Times for filing briefs ...2.128(a)(2)
Times for taking teStimONY . co.iui it ane 2.121(b)(2)
Constructive use, entry of judgment subject to establishment of in inter

DATLES PrOCEEAITIZS . utuitinitiiiiieie ettt e e et et et et et e et e eneaneneanenetsanenereenes 2.129(d)
Contested Or iNLer DATLES CASES .iuviiuiiriiieieeeieeeee e ieee e et eraeneaeeneaeeennes 2.116 et seq.
Copies of registrations and reCOTAS . ouvrriririiireieeee e eaeaens 2.6, 2.201
Correction of informalities by amendment ......ccoooviiiiiiiiiiiiiiinrr s 2.711
Correction of mistake in certificate of registration:

Mistake by U.S. Patent and Trademark Office.......cccoevviiiiiiiiiiiiiiiiiiiennns 2.174

Mistake by registrant.........cccooiiiiiiiiiiiiiiieeea ...2.175

Mistake in international registration.........c.ccoviiiiiiiiiiii i 7.22
Correspondence, addreSSEs 0T ... e eeaeas 2.190, 7.4
Correspondence, with whom held e, 2.18, 2.24, 2.119(d)
Counterclaim in opposition and cancellation........................... 2.106(b)(2), 2.114(b)(2)
Court determination as basis for concurrent use registration ........................ 2.99(f)
Courtesy and decorum in dealing with U.S. Patent and Trademark Of-

i [T TP 2.192
Court of Appeals for the Federal Circuit, U.S., appeal t0.....ccccevvevivviniiiinininnenens 2.145
D

Date of first use and first use in commerce:
AMENndmENT OF ... ettt aans 2.71(c)
Required in amendment t0 allege USE ..c.iiiriiiiriiiiiiiiieiei e 2.76(b)(1), (c)
Required in statement 0f USe .....ccoeviuiiiiiiiiiiiiiii s 2.88(b)(1), (c)
Required in use applications under sec. 1(a)....cccceveiviiiininnenennnn. 2.34(a)(1)(1) and (ii)
Date of use allegation in application or registration not evidence on be-

half of applicant or registrant in inter partes case ........cccvvvevviviiinnnnnn. 2.122(b)(2)
Declaration in lieu of oath or verification ............cooiiiiiiiiiiiiiir e 2.20
Declaration Of INTerfereNCe ... e aaa 2.91
Default judgment for failure to offer evidence in inter partes pro-

(o110 b B = PPN 2.132(a)
Delay in responding to official aCction........ccoooiiiiiiiiiiiii e 2.66
Deposit accounts for PaAying fEes ..o s 2.208
Depositions, discovery, in inter partes cases:

D Je) 0s LTS v Lo 0 F- 1 i 7/ PPN 2.120(b)
Foreign party or representative ....2.120(c)
Motion to compel attendanCe ......coviuiiiniiiiii s 2.120(e)
BA\[0) 2N o2 B i v U PP PPN 2.120(b)
NS 0s T o ) G vF- 1 B o = PN 2.120(a)
S8 OF ittt e ettt et a et e et e e aans 2.120(j)
When to file with Trademark Trial and Appeal Board............ccccevnnenn.. 2.120(3)(8)
Depositions, discovery or trial testimony, upon written questions................... 2.124
Depositions, trial teStimONY ..ot e 2.123
Before Whom BaKem . ...c.ouiiiiii e 2.123(d)
Certification and filing ......ccviiiiiiii i e et as 2.123(f)
Corresponds to the trial in court Proceedings .....c.cceveveriiniiiinineniinineininennnns 2.116(e)
Effect of errors and irregularities ....2.123(3)
Examination Of WitnesSSes oottt e e ans 2.123(e)
Filing and service of testimony transcript.......ccooeiiiiiiiiiiiiiee 2.125
FOrm Of dePOSItIONS couuiniiiii i e 2.123(g)
Inspection of depositions.. ....2.27(d), 2.123(@1)
Manner Of CaAKING ..ot anan 2.123(a)

330



Index Il

By QDTS v oY i 1 =T P 2.123(h)
Notice of taking ....2.123(c)
Protective order relating to transcript or exhibits .....coovviiiiiiiiiiiiiiinn, 2.125(e)
Raising of objections................ ...2.123(e), (), (k)
Stipulations CONCEITNING ..ouviiniiiiiiii et e e e e anes 2.123(b)
Taken in fOreign COUNTIY ..ottt e e e ans 2.123(a)(2)
10 0B s T PP P PPN 2.121
Description of mark in application ........ccoooiiiiiiiiiiiiii e, 2.37, 2.52(b)(5)
AMENAMENT B0 .. et aan 2.72
Designation of representative by foreign applicant, registrant, or party:
P2 ) o) B eT: N v Ko o PN 2.24
P NST ey 0 10 0 1) o ) v P 3.61
In inter PArtes PrOCEEAIIIE ..ottt ettt e e et ie et e e eneaaeeaaenan 2.119(d)
Diligence, requirement fOr .......coooiiiiiiiiiiiii s 2.66(a)(2), 2.146(1)
Director of United States Patent and Trademark Office:
May suspend Certain TUleS ....coiviviiiiiiiiiiieee e eeanas 2.146(a)(5), 2.148
Petilion B0 conieiiiii e e 2.146
Disciplinary ProCeeaingS . .ocoiuiiiuiieiiiiiii it e e e e e anes 11.19 -11.62
Disclaimer:
DUTING 17L0Y DATECS CASES tnvriniitii ittt ettt ettt eee e easereaseneaseneneens 2.133
In part, of registered MATK ....ccoviiriiiiii e e 2.173
Disclosures:
Expert disclosures ...2.120(a)(2)
FaIlUure $0 IMa e ..t e et et et e e et e aaaas 2.120(e)
Filing With BOard .....cc.oviniiiiiiii i e e aaeas 2.120(3)(5), (8)
INIitial AISCLOSUTES vttt e e e e e e e ananas 2.120(a)(2), (3)
JLY Ko} vh Ko} N o T eT0 ) 1 0} =) Y 2.120(e)
) eI Tea N A v I o) 0 =) S PPN 2.120(f)
2B 72 (0 ) 1S PPN 2.120(2)(2)
Discovery depositions. See Depositions, discovery, in inter partes cases.
DiSCOVETY DIOCEAUTE .euitniniininineinen ettt etet et et et etetenetetnensaenetatnensaenetaenesaaneneans 2.120
Automatic disclosure and discovery provisions of Federal Rules of
Civil Procedure appliCable. ..o 2.120(a)
DiSCOVETY COMI I BIICE .. uiiiiit ittt ettt et e et e s e eteneeaeeaeeneaannn 2.120(a)
Discovery deposition of domestic PaArty ..ocoeuveveniiiiiiiiiiiiiii e 2.120(b)
Discovery deposition of foreign party....ccccooviiiiiiiiii e 2.120(c)
Discovery provisions of Federal Rules of Civil Procedure apply except
aS Otherwise ProVIAEd ..o.oeiriiiiiiii e e eeas 2.120(a)
Failure to comply with discovery order of Trademark Trial and Appeal
270 Tz 1 ¢ KPS 2.120(g)
INEETTOZATOTIES Luininiiniiii ittt e e e ane 2.120(d)(1)
Motion for order to compel diSCOVErY..coiviviiiiiiiiiiiiiiiieiienenannn. 2.120(d)(1), 2.120(e)
Motion for a Protective OTAeT .. ..c.vuiuiiiiiiiiiii e anes 2.120(f)
Place of production of documents and things.........ccoeveviiiiiiiiiiiinnenennn.. 2.120(d)(2)
Pre-trial CONTEIrENCE .. .ocuiuiiiii e e 2.120(1)(2)
Proceeding suspended pending decision on motion to compel................ 2.120(e)(2)
Request for admisSionS . oot aas 2.120(h)
Sanctions for failure to comply with discovery order of Trademark
Trial and APpeal BOATA ...o.ovuiiininiiiiieie e eae e 2.120(g)
TelePNONE CONTEIEIICE .outinititit ittt et et et e eaeeereeaaeneaens 2.120(i)(1)
THIME fOT QIS C OV T cu ittt et et e e e e e e e e e eananes 2.120(a)
Use of discovery deposition, answer to interrogatory, or admission .......... 2.120(3)
When to file discovery materials with Trademark Trial and Appeal
270} o PP 2.120(3)(8)
Dismissal:
For failure to file brief on appeal to Trademark Trial and Appeal
BOATA ettt et a e e s 2.142(b)(1)
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For failure to take testimony or offer other evidence in inter partes

L2 PP PPN 2.132
Distinctiveness under sec. 2(f), Proof Of ... s 2.41
Dividing an apPliCation ... e 2.87
Dividing a registration ..o 2.171(b)
Domestic representative of foreign applicant, registrant, or party:

ADDIICATION 11ttt ettt et a e e aaaas 2.24, 2.37
ASSIGTIIMNIEIIT 1ottt ettt e e et e e aans 3.61
In inter PArtes PrOCEEAINIG ..cuiunininiii ittt e e e e e et e eneaeneananeneanas 2.119(d)
Domicile Of aPPLICANT .ouvviei e 2.32(a)(3)
) = 2 0 TN 2.51-2.54
Amendment t0 MATK I1 ... e 2.72
Colorin.......cccceeuvenens ...2.52(b)(1))
Drawings PEQUITEA ...uonriniit ittt et ettt et e as e e e eteasenensenensenenaanens 2.51
Electronically-filed..........coceiiiiiiiiiiiiiiiiiinnn ...2.52(c), 2.53
) 2200 1<) PP Paper
Requirements fOr AraWing ....ooovevriiiiriiiiie it eaeenees 2.52-2.54
Standard character AraWing ....ocooviiiiiiii e 2.52(a)
Typed drawing. See Standard character drawing
Duplicate registrations, Office does NOL ISSUE .....cuviuiiiiiiiiiniiiiiiiini e 2.48
Duration of registration:
Cancellation for failure to file affidavit or declaration of use under sec.

< PR PRNN 2.160
Cancellation for failure to file affidavit or declaration of use under sec.

1 PP PPN 7.36
REIEWAL...ieiii e e ans 2.181-2.186, 7.41
Term of original registrations and renewals .........coeviviiiiiiiiiiiniiiininiiineeeenens 2.181

E

Electronic filing with Trademark Trial and Appeal Board ................ccceuneeee. 2.126(d)
Emergencies or interruptions in United States Postal Service..................... 2.195(e)
CENBILY ™, AefiNed. oo ans 2.2(b)

Entry of judgment, in inter partes proceeding, subject to establishment
OFf CONSTIUCTIVE TS 1uinininiiiiiii e e e e e e e eens 2.129(d)
Evidence in ex parte appeal after notice of appeal..........ccooiviiiiiiiiiiiiiiinininn.. 2.142(d)
Evidence in inter partes ProCeeding .....ocovuiuiiiiiiiiiiiii i eaas 2.122-2.125
Affidavits, stipulated testimony, and stipulated facts.......cccovvveveiiiiinnnn 2.123(b)
Allegations of use and specimens in applications and registrations ...... 2.122(b)(2)
DiSCOVETY TESIDOTISES tutvntniutnenittnentnenettnetetnenetenenetnenetaanetetenetaenetetnesetnenernes 2.120(j)
Exhibits attached t0 Pleadings ...ccoviiiiiiiiii e e aeas 2.122(c)

Files of applications or registrations which are subject matter of pro-

(S0 B B =PSRN 2.122(b)(1)
OFfICIAL TECOTAS . vnininiininii ittt e e et et et e et e et e eae e eneanans 2.122(e)
Printed publiCations ..o e e 2.122(e)
Registration owned by any party to proceeding.. ...2.122(d)(2)
Registration pleaded by opposer or petitioner ...........cooiiiiiiiiiiiiinn, 2.122(d)(1)
RULES Of EVIACIICE . .uuinitiiiiiiii et e e et e et e e e e aenes 2.122(a)
Testimony from other proceedings between parties .......cccooevvviiiiiiiiiinnnn.n, 2.122(f)
Testimony upon oral examination..........coiiiiiiiiiiiiiiieeree e 2.123
Testimony upon Written qUesStionS ....ccovr it eaes 2.124

Evidence of AiSTinCTIVENESS (uiuuin it 2.41
Examination of appliCations ....ooiiiiiiiiiii e, 2.61
Examination of witnesses in inter partes proceeding...........cccoveviviviiiiininininnn. 2.123(e)
Examiner’s appearance at ex parte appeal oral hearing ..............cc.ceceevenenn. 2.142(e)(2)
Examiner’s brief 0N aPPeal ...o..in ittt eaa 2.142(b)
Examiner’s jurisdiction over an application .........ccooiiiiiiiiiiiiiiiiceee 2.84
Exhibits attached to pleadings as evidence ..........coeeeeiiiiiiiiiiiiiiiiiiceeens 2.122(c)
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Forwarded to defendant by Trademark Trial and Appeal Board ........... 2.105, 2.113
Exhibits, testimony, filing and Service Of.......coviiiiiiiiiiii e 2.125
Ex parte appeal. (See Appeal to Trademark Trial and Appeal Board)

Ezx parte matter disclosed but not tried in inter partes case ........ccovvvvevviiiininnnnnn. 2.131
Express abandonment of application or mark:

During examination ProCEAUTE. .. ..c.iiie i e et eeeaenens 2.68

During inter partes proceeding ...2.135
“Express Mail” procedure for filing of papers and fees..........cceevviiiiiiiiiiininn.. 2.198
Express surrender or cancellation of registration:

During inter partes ProCEEAING ....ouvuvuiiieiiiii e en e e 2.134

ReQUITEMEN TS fOT .o e e e e e e 2.172
Extension of protection of international registration to TUnited

N 1T T N 7.25-7.41

Affidavit of continued use or excusable nonuse required after registra-

172 1 ) s N 7.36-7.40

ASSIENIMNEIIE OFf o.einiti e e e aaaaaas 7.23

Basis for registration ... 2.34(a)(b), 2.35(a)
Certificate of registration . ..ocooviiiiii 2.151, 7.28
Definitions Of DOITIIS . ..uiuit ittt et e e e e et e e eanens 7.1
Effect of cancellation or expiration of international registration................... 7.30
B B b6 a T o b B v PPN 7.26
Not registrable on Supplemental Register.......... e, 2.47(c), 2.75(c)
Part 2 rules applicable .....cccoevviviiiiiiiiniiiiiiiiineeens

Part 3 rules do not apply
Priority claim

B2 122 S 7 41
Registered extension of protection cannot be amended under Section 7
OF B AT i e 7.25(a)

Replacement of U.S. registration by .......ccocevvvenvnninennn.

Trademark Rules of Practice applicable to

Transformation to U.S. application ........coevvviiiiiniiiniiiinieiiineeienes 2.195(d)(5), 7. 31
Extension of time for discovery and testimony ................... 2.120(a), 2.121(a), (c) (d)
Extension of time for filing opposition...........................
Extension of time for filing statement of use

Fee for filing request fOr.....cvviiiiiiiii e

Good cause Showing, When NECESSATY ...euiiririieiieriieeeiereieereeereieerenanns 2.89(b)(4), (d)

Request filed with statement of USe.......coevivviiiiiiiiiiiiiii e 2.89(e)

F

Facsimile transmission, certificate of.......ccoiiiiiiiiiiiiiiiiireees 2.197, 7.4(e)
Facsimile transmission of certain correspondence to U.S. Patent and

Trademark OffiCe .....ccoovviuiiiiiiiiiiiiiee e 2.195(a)(3), (c), (d), 7.4(d)
Facsimiles as SPECIIMIEIIS. ..iu ittt et et e e e et e e e et e eaeanenes 2.56(c)
Failure by appellant to file brief on ex parte appeal ........cccevvvviiiiiininninnnnn. 2.142(b)(1)
Failure by Plaintiff to file brief at final hearing in inter partes pro-

(61110 b = PPN 2.128(a)(3)
Failure t0 answer OPPOSITION ...vuiniiii i 2.106(a)
Failure to answer petition for cancellation ..........cccooeiiiiiiiiiiiiiiiiieeen, 2.114(a)
Failure to comply with diSCOVErY OTAer .....ccuiuviniiiiiiniiiiiiieiriieieieeieeaeeeaeanes 2.120(g)
Failure to comply with order relating to confidential testimony or ex-

B 000 03 L 7 T PP PP PP P PPPPPPPIY 2.125(e)
Failure to file affidavit of use under sec. 8 or renewal application for reg-

istration in inter partes ProCeeding ......cccvvveeieieiiiiiiiiieieeiieieieieeeeeeaaas 2.134(b)
Failure to file brief on mMOtioN....co.vuviiii s 2.127(a)
Failure to offer evidence other than U.S. Patent and Trademark Office

D CT o0 6 £ PPN 2.132(b)
Failure to respond to official aCtion .......ccciiiiiiiiiiiiiiii s 2.65
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Failure to take testimony or offer other evidence ............cocevvviviiiiiiinennen.n. 2.132(a)
Failure to timely file a statement of USe.......coiiiiiiiiiiiiii e, 2.88(h)
Fax transmission, certificate Of ... 2.197
Fax transmission of certain correspondence to U.S. Patent and Trade-

ALK OffICE. ittt s 2.195(a)(3), (¢), (d)
Federal Rules of Civil ProCedure......cccoiviiiiiiniiiiiiiieiiie e 2.116(a), 2.122(a)
Federal Rules Of EVIAEINICE ..vuiuininiiiiiiiiei ettt et e e e e e anes 2.122(a)
Fees and ChargeS..ccoiu it e e 2.6, 2.206-2.209, 7.6, 7.7

For filing an appliCation......cvviiiiiiiiiii e 2.6(a)(1)
For TEAS Plus application ....2.6(a)(1)({ii1), 2.21, 2.22
Payable to International BUIal...cocvvvuieiiiiiiiiiiiiieeieeeeie e erereneneneenens 7.7
Fees, insufficient amount submitted:
BN 0) =1 0] o) B o3z v 1o ) s B PP 2.21(a)(b)
For petition for cancellation ........coovriiiiiiiii e 2.111(c)
DN 0) QAo To = ) o) o 1= N PPN 2.141(b)
N0} ) 0] 0101y A {o ) s KU PPN 2.101(d)
For renewal appliCation .....cooviiiiiiiiiiii e 2.183(b) and (f)
Fees, payment Of ... 2.6, 2.206-2.207, 7.6, 7.79
TO INternational BUT@aAU. .....cuviiniiiiiiiieeie ettt et eae e e e b e eneanens N
Filing an amendment t0 alleZe TS ...u.iuviiiiiiiiiiiieiieieir e ee e ee e eeaans 2.76
Filing an extension of protection under 66(a) .......ccocveveeiineiiniiiininirinenennenn. 2.34(a)(b)
Filing amn 0D DOSI i0M .. e e e aan 2.101
Filing and service of trial teStimONY ....ccouviiiiiiiiiii e 2.125
FIling DY CD ROIM ittt e e e e et e e et e et e e ete s eaaaaanenaanas 2.126(b)
Filing date, effective, after amendment of sec. 1(b) application to Supple-

MeNtal ReGIS T oo e e 2.75(b)
Filing date of appliCation ...ociuiiiuiiiiiiiiiie e 2.21, 7.26
Filing of confidential PADErS ....ccvviriiiiiiiiii e 2.125(e), 2.126(d)

Filing of papers electronically
Filing of papers and fees by Express Mail.
Filing petition for cancellation ........cocviiiiiiiiniiiininiir e
Filing requests for extensions of time for filing statement of use....

Filing statement of use after notice of allowance

Filing substitute specimens .........cccooeviiiiiiiiiiiiiiinnn...
Final refusal of appliCation.....cciuiiriiiiiiiiiiiie e e e 2. 64(a)
Filing amendment to allege use during final action response pe-
b (0T TP PP PPN 2.64(c)
Reconsideration of
Final hearing, briefs at (inter partes Proceeding) ......cocveiuviiiriineiinineeiniienninenenns 2.128
Foreign applicant, registrant, or party, designation of domestic rep-
TESENTATIVE tuiiiiiiiii e 2.24, 2.37, 2.119(d), 3.61
Foreign application, priority claim based on ........ccccoevevviiiiiiiiiniiinninnns. 2.34(a)(4), 7.27
Foreign registration:
Application based on, uUnder SEC. 44 ......cooviiiriiiiriiiiiiiiieieeaes 2.34(a)(3), 2.47(b)

[070) o372 o) APPSR TON 2.34(a)(2)
Necessary before publiCcation.......cocoviiiiiiiiiiiii e 2.34(a)(3)(ii1)
Form of amendment t0 appliCation.......ccoiuviiiiiiiiiiiniiiiii s 2.74
Form of submissions £0 T T AB ... e e e e e eaaas 2.126
G
General information and cOrreSpoONdence ..........coeeevueeeiieeiiineeiiineeiinnns, 2.190-2.198, 7.4
Goods and/or services identification of:
Additions NOt PErMItEEA .ouveuieiiiii e 2.71(a)
AmMendmeEnt Of ... ..o aaas 2.711(a)
Amendment of, filed with statement of US€......cccceviviiiiiiiiiiiiiiiii, 2.88(1)
In affidavit or declaration filed under sec. 8 ....2.161(e)
In affidavit or declaration filed under sec. Tl........coiiriiiiiiiiiiiiiiiicieeeenene, 7.317(e)
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In international apPliCation.....ccoiiiii i s 7.11(a)(7)
In written appliCation ...oovi i e 2.32(a)(6)
Multiple goods or services comprised in single class or multiple class-
1= TN 2.32(a)(6), 2.34(a)(1)(v), 2.86
Required in amendment £0 allege USE ....c.vuviuiiiiiiiniiiiiiiiieineienieeinens 2.76(b)(1), (c)
Required in request for extension of time to file statement of use ....2.89(a)(3), (f)
Required in statement of US€.....ccoviiiiiiiiiiiii 2.88(b)(1), (¢), (1)
Good cause, showing necessary for extension of time to file statement of
L0 LT TSR RPR 2.89(b)(4), (d)
H
Hearing, oral:
At final hearing in inter partes proCceeding .......ccoeveiiiiiiiiiiiiiiiiiiiiiiieeeeeeeeeaeenanss 2.129
On appeal to Trademark Trial and Appeal Board........ccocvevivivieienininnnennnnnn. 2.142(e)
On motion in inter partes ProCEEAINgS ...ciiiiiiiiiiiriiiiiirrrereeeereraeaeaeaeaeanes 2.127(a)
On Petition t0 DIreCTOT ..o et aees 2.146(f)
I
Identification of goods and/or services. (See Goods and/or services identification
of)
Identification of pending application or registered mark in correspond-

13 8 G- N 2.194
Identification of prior registrations........cooiiiiiiiiiiiiiii e 2.36
Incontestability of right to use mark:

AfFIAavIl UNAET SEC. L1h. . ittt ettt e e e e e e e e 2.167
Freedom from interference proceeding ........................

Informalities, amendment 10 COTTECT....ouvviiiiii i 2.711
Intent-to-use applications under sec. 1(b):
Abandonment for failure to timely file a statement of use .............cccevenitl 2.65(¢c)
AMENdmENt 0 Al1EZE TS .uiuriniit ittt et ettt e ae e eaeeeaaanans 2.76
Amendments between notice of allowance and statement of use..................... 2.7
Basis for filing appliCation .......cooviviiiiii i 2.34, 2.37
Bona fide intention to use mark in commerce necessary..................... 2.34(a)(2)(1)
CertifiCation MATK . ..o e e e e e e e e e e e e neaeaans 2.45
COLIECTIVE TNATK ..iuitiiiitii e e et et e e e e et et e et et ete e e eaaneaeanenennens 2.44
BB )2 K6 5 = PP 2.87
Drawing FeQUITEA ...cuiieiiit i et ee et e et et e ee et eneerenearenaananes 2.32(c), 2.51
Extensions of time for filing statement of USe.......cocvvviviiiiiiiiiiii 2.89
Filing-date requirements
Notice Of AllOWANCE ..iuiuiniiiiiiiiiieeeeeeeeeeaeeaeaaaas .
Requirements for written application .........coooviiiiiiiiiiiiiiiiiiiiieene, 2.32, 2.34(a)(2)
Revival of application abandoned for failure to timely file a statement
[ 0 ST N 2.66
Specimens filed with amendment to allege use or statement of
TLS tutten ettt ettt e et et e et et et et e et e et et e et e et et e et e et et et et et et anaans 2.56, 2.76, 2.88
Statement of use
When eligible for CONCUIrrent USE......viviiiniiiiiiiiiiiiini e eeaens 2.73(b), 2.99(g)
When eligible for amendment to Supplemental Register................. 2.47(c), 2.75(c)
Interlocutory motions, inter partes ProCeeding ......cccevuviiiiiiiiiiiiiiiieieeeiieeeennns 2.127
B A i C) =) 0 Lo PPN 2.91-2.93, 2.96, 2.98
Adding Party to interference
Burden of proof.......cooviiiiiii s

Conflicting marks, co-pending applications for ..

Declaration of INTErferenCe ....c.iuininii e e aas 2. 91
Declared only on petition t0 DireCtor......coviviiiiiiiiiiii s 2.91(a)
Institution of interference
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Marks must otherwise be deemed registrable ......cccoovviiiiiiiiiiiiiiiiieeeeens 2.92
NOtice Of INTETTETEIICE .ouivniniii i ettt e e e e e e e eanans 2.93
Preliminary t0 iNBerferenCe ..o e 2.92
Registrations and applications on the Supplemental Register, registra-
tions under the Act of 1920, and registrations of incontestable
marks not subject to interference.........ooviiiiiiiiiiiiiiiii 2.91(b)
Request to divide application during interference............cccocevevviiinninnnnnn. 2.87(c)(1)
International apPliCation ...ccoviiiiii i e 7.11-7.14
Address for Mailing PaADET ...ouiriii e 2.190(a), 7.4(b)
Cannot be filed DY faX..ccoiuiiiiiiiiiiiie e 2.195(d)(b), 7.4(d)
Certificate of mailing or transmission does not apply ....ccovevvvviveireennnnn 2.197(a)(2)
Certification Of ...

Claim of color in
Correspondence, receipt of
Definitions of terms...........coeeveenennen.

F S fOT i

Hand delivery of
Irregularities 1N ..oovviiin i 2.195(d)(5), 7.4(b)(2), 7 14
Must be filed through TEAS or on International Bureau’s form ................. 7.11(a)
MUst De In ENGLISH ouiniii e e aas 7.3
ReQUITEM NS fO .. i e e et 7.11
Subsequent designation. ..o e 7.21
International Bureau ........ 7.1, 7.11, 7.13, 7.14, 7.21, 7.22, 7.23, 7.24, 7.26, 7.27, 7.30, 7.31,
7.36, 7.41
Payment Of £8ES B0 couiiiii i e e, 7.7
International register, recording changes in. See also International reg-
ISETATION et e 7.22-7.24
International reg@istration .....c.cooiviiiiiiiii e 7.1-7.41
Application for. See International application.
Assignment of .....

Cancellation of

Correspondence must be in English

D fiNitions Of BOTIS . uin i e aas 7 1

Extension of protection to United States. See Extension of protection of inter-
national registration to United States

Priority Cladiml ouei i et a e e aans 7.27
Recording Changes IM......cccoiuviiiiiiiiiiiiiiiee e e anees 2.195(d)(b), 7.22-7.24
B2 k221 o ) PN 7.41
REDIACEIMENT ...ttt et e, 7.28, 7.29
Restriction on holder’s right to diSpose Of c..ouvininiiniiii e 7.24
Subsequent designation......ccoiiiiii s 7.21
INEeT PATTES PIrOCEAUTE. . euetiniit ettt ettt et ee ettt eeaseeaseneareneaseeasenennens 2.116-2.136
INter PATTes PrOCEEAIIIES c. it ir ittt ettt e eeeeeaeeneaeenan 2.91-2.136
(0725 1e11 K= 1 v £ ) o 2.111-2.115
(070} 1e10 b i =) o N v D T PP 2.99
Failure of plaintiff to file brief at final hearing...........c.cccovvvviiiinnnn 2.128(a)(3)
Failure of plaintiff to take teStimoOny ..oocviviiiiiiiiii e 2.132
INEETTETEIICE ottt 2.91-2.93, 2.96, 2.98
[0 0] 00155 £v2 1o ) s H PPN 2.101-2.107
PrOCEAUTE 111 .uinieinii et aas 2.116-2.136
Interrogatories (AiSCOVEry)......ccoevvuvnenenenn.
Motion for an order to compel anSWer.......ccceviveiiiiriiiiniiinnenennnnn. 2.120(d)(1), 2. 120(e)
Numerical 1imit ON ..o e 2.120(d)(1)
A 0'a B B o PPN 2.120(a)
LSRN o T = e 1o ) TP 2.120(3)
When to file copy of interrogatories and answers thereto with Trade-
mark Trial and Appeal Board.......cccooviiiiiiiiiiiieieiiceceeeceeeeee e 2.120(j)(8)
Interruptions or emergencies in United States Postal Service ..................... 2.195(e)

336



Index Il

Irregularities in application for international registration. (See International ap-
plication, irregularities in)

Issue date of the notice 0f AllOWANCE ...ouviuiuiininiiiiiiirei e eeaans 2.81(b)
J
Judgment by default:
Failure by plaintiff to file brief at final hearing ............c.cocovveviiinnn 2.128(a)(3)
Failure to answer cancellation......ccicviviiiniiiiiiniiieiii e eeaeans 2.114(a)
Failure to answer notice of concurrent use proceeding ............ccoeeveuenenen. 2.99(d)(3)
Failure to answer OpPOSITION ..ot s 2.106(a)
Failure to take testimony or offer other evidence ........c.cocvvevivivivivviinenennnn. 2.132
Judgment, entry of in inter partes proceeding subject to establishment of
CONSEIUCTIVE TS 1uininiiiiiiii e e e e e e e e e e e eenenans 2.129(d)

Jurisdiction over published applications
Amendment after publication of mark

Amendment during inter partes Proceeding ......ocoviviiiiiiiiiiiiiiiiiereeeans 2.133
Remand to Examiner by Trademark Trial and Appeal Board ............... 2.130, 2.131
L
Lawyers. (See Attorneys)

Letter, separate for each distinct subject of inquiry .......ccovvvviviiinininn. 2.193(a), (b)
Letters, address for mailing to U.S. Patent and Trademark Office................... 2.190
M

Madrid Protocol. (See International registration, international application)
Mailing, certifiCcato Of ... .o e 2.197
Mailing address for correspondence with U.S. Patent and Trademark Of-

B2 (¢ ORI 2.190, 7.4(b)
Marks on Supplemental Register published only upon registration................... 2.82
Marks registered under 1905 Act. claiming benefits of 1946 Act................. 2.153-2.156
Marks under sec. 12(c) not subject to opposition; subject to cancella-

103 0 ) PP 2.156
Matters in evidence in inter partes cases .
Mistake in registration incurred through fault of applicant..................c.oooeenil 2.175
Mistake in registration incurred through fault of U.S. Patent and Trade-

TNATK OffICO . inininiiii e e e e e e e aanaas 2.174
Money, PAYMENT Of ... 2.206-2.209, 7.6, 7.7
Motions in inter partes proceedings:

B3 i 1T ST o) o N 2.127(a), 2.127(e)(1)
(070} 17=3 0 L v TN 2.127(a)
Failure to respond t0 MOtION ....coeiiiiiiiii e 2.127(a)
FOr @ ProteCtiVe OTAer .. uuiu i e e eeaes 2.120(f)
For judgment for failure to take testimony ........cccooevviiiiiiiiiiiiiiiiieeeen 2.132
For summary JuAZIMeEnt ..ot 2.127(e)
Interlocutory motions and requests, who may act on ...........ceeevvevivniiennnen. 2.127(c)
Request for reconsideration of decision on motion .........ccocveieviiiniineinnen.n. 2.127(b)
Suspension pending determination of motion potentially dispositive of

PLrOCEEAIIIE oueuitninitiet ettt ettt et e et et et e et et ea et e et e e eneaneneaneneneans 2.127(d)
To add application t0 INtLerferencCe ... e 2.98
TO COMPEL AISCOVETY .vniniininiiiiiie ittt e e e eaeanes 2.120(d)(1), 2.120(e)
To determine sufficiency of answer or objection to request for admis-

1S3 (o) s B PP PSP TPION 2.120(h)
To extend diSCOVETY DETIOM .. .iuiieiiit ittt it eae e aaeneaanas 2.120(a)
To extend times for taking testimony upon written questions.............. 2.124(d)(2)
To extend trial PerioAS «.ovi it aas 2.121(a), (c)
NI ES) 015 o Lo PP TP PPN 2.117
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To take oral deposition abroad...........cocvviiiiiiiiiiiiiiiieenne. 2.120(c)(1), 2.123(a)(2)
To use testimony from another proceeding between parties ...................... 2.122(f)
Multiple class applications ...ocoooviveiiiiiiiii e 2.32(a)(6), 2.34(a)(1)(V)
D14 1 T o ) TP 2.87
Multiple goods or services comprised in single class or multiple class-
[ TP PP 2.86
D14 1 T o ) PP 2.87
N
New certificate on change of OWNEership ....ocoivviiiiiiiiiiiiiiiieeeeee e 2.171

Notice by publication, undelivered Office notices
Notice of AllOWANCE ...cvvvviiiiiiiiiii e
Filing statement of use after

ISSUE QAT OFf .onriniiiiii e e ettt e aaaaaas 2.81(b)
Notice of appeal to court and civil ACtion ......covviiiiiiiiiiiii s 2.145
Notice of appeal to Trademark Trial and Appeal Board..............ccoeeveneninnenn. 2.142(a)
Notice of concurrent use ProCeeding ......ccvvviiiiriitiiiiiiiiiiiieieeeeeeeanaes 2.99(c), (d)
Notice of claim of benefits 0f 1946 ACt.....ciuiiiiiiiiiiiii s 2.153-2.156
Notice of election by appellee to proceed by civil action after appeal to

U.S. Court of Appeals for the Federal Circuit..........ccevevviiiiiiniinnn... 2.145(c)(3)
NOTICE Of INTEITEIEIICE .iuinininii e e e e e e e eenes 2.93
Notice of publication Under SEC. 12(C) .iuiiiiriiiiiiiiii i eeeeeee e aaeenans 2.155
Notice Of reliancCe ON AISCOVEIY uiuiiriniitiiietii et iet ettt ieet et et eieeteaeereieaseaeenenaanans 2.120(3)
Notice of reliance on printed publications and official records..................... 2.122(e)
Notice to Trademark Trial and Appeal Board of civil action.................... 2.145(c)(4)
Notice, where address of registrant in cancellation proceeding is un-

00 0 )12 o TN 2.118
Notification of acceptance of or deficiency in amendment to allege

L0 S PPN 2.76(), (g)
Notification of acceptance of or deficiency in statement of use ............... 2.88(9), (2)
Notification of filing of petition for cancellation...........coovviviviniiinininiiiiinennnns 2.113
Notification of grant or denial of request for an extension of time to file

A SEALEIMENT OFf TSB ..t 2.89(g)
Notification of OPPOSITION . ..cciu i e e eas 2.105

(0]
Oath, declaration in 11eU Of ... e aes 2.20
Oaths, before whom and when made in testimonial deposition................. 2.123(e)(b)
Official Gazette contents:
Claim of benefits under sec. 12(c) for marks registered under 1905
(o) TR PPN 2.154

First filed of applications for conflicting marks......ccccoeviiiiiiiiiiiiiiiiiiieeens 2.83

Marks on Principal Register published for opposition.......cccoeviviiiiiiiiiinnann, 2.80

Marks on Supplemental Register published when registered...............cccoenven.n. 2.82
Official records, reliance on in inter partes proceeding ..........cocvevevvvenenennnnnnnn. 2.122(e)
Omission of matter from response to Examiner’s action................ccoeevvenennnn. 2.65(b)
Opposition to registration of mark on Principal Register: ....................... 2.101-2.107

Amendment Of OPPOSITION c.euiniiiii e 2.107

B TS PPN 2.106

Commencement of OPPOSITION .iuiuiniiniiiii e 2.101(a)

Consolidated OPPOSIEIONS . uitiii i e et 2.104(b)

Contents of OPDPOSITION vt e 2.104

Corresponds to complaint in a court proceeding .........coeevviviiviiiiiiinninennennns 2.116(c)

D YT ) 4 ) AU SPUPR 2.120

Documents Not returnable ..o 2.25

Extension of time for filing an opposition ......cccooviiiiiiiiiiiiiieeeeeas 2.102

Failure t0 timely Al SWeT ..uu ettt et e e e e et e et e e e eneans 2.106(a)
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Filing am ODDOSItI0MN . et 2.101
INSUF ICIENT fEES oot 2.101(d)
Notification of OPPOSITION . ..cuiie i e aas 2.105
Procedure, iMLer DATLES ....oueeiniie ettt ettt eaas 2.116-2.136
Request to divide application during opposition........cccocvviviiiiiiiiiiininnn, 2.87(c)(1)
SUSPENSION Of PrOCEEAINES ooviriitiiiii it ereneenenees 2.117
Time for filing OPPOSITION ... .iuitie e e 2.101(c)
Who may file OPPOSITION c.iviniiiii e 2.101(b)
Withdrawal of OPPOSITION ...ttt e e ans 2.106(c)
Oral argument at final hearing in inter partes proceeding ...........coceveveiinenenrennns 2.129
Oral hearing:
EX DATTE QDDEAL ... ettt ettt aaaaaan 2.142(e)
Inter partes ProCeediNGS ....ouviriieiii et eeaaenens 2.116(f), 2.127(a), 2.129
On Petition 10 DireCtOT .ot aas 2.146(f)
Oral promise, stipulation, or understanding...........ccccoeviiiiiiiiiiiiiiii e 2.191
Ownership, prior registrations, identification in application ...................ceveneit. 2.36
P
Payment Oof MONEY ...c.oviriiiiiiii e 2.6, 2.206-2.209, 7.6, 7.7
Pending appliCation IMAeX ..ottt et 2.27
Period for response to Office aCtionsS.....covviriiiiiiii s 2.62
Personal appearanCe U ECESSATY ..uuu.ur i erenrereteneseneteneaseneasereaseneaseneesereesereesenes 2.191
Persons who may practice before the U.S. Patent and Trademark Office
IN BradEIMATK CASES 1ttt etete ettt ete et et eteteteteteeetaneneneneneneenenenenenans 11.14
Petition for cancellation .......ccooiiiiiiiiiiii e 2.111-2.115
Amendment of Petition ... e 2.115
DN 1) ) P PP TP 2.114
Commencement of cancellation proceeding ........ccoevvviiiiiiiiiiiiiiiiiiieeeennnn. 2.111(a)
Contents Of PETITION .c..uui i e 2.112
Corresponds to complaint in a court proceeding .........cevevviviiiiiiiiiinninnnnenns 2.116(c)
D) T eT0) 4] AT PP PRSPPI 2.120
Failure 10 timely anSWe ..ot aaas 2.114(a)
Filing petition for cancellation ......cc.ooviiiiiiiiiiiiiiiieeee e e 2.111
INSUT ICIENT £ vttt e 2.111(c)
Notification of cancellation Proceeding .........cvcviuviiiiiiiiiiniiiiiniiiiriieeieeeienenn 2.113
Procedure, iNLer DATTES ..ottt 2.116-2.136
SusPension Of ProCEEAINES ..ot e e e e eenaas 2.117
Time for filing Petition ..o e 2.111(b)
Who may file Petition ..o 2.111(b)
Withdrawal of Petition ..o e 2.114(c)
Petition for rehearing, reconsideration or modification of decision:
Decision in inter partes ProCeeAINE .....c.euiiuiiieiiit i eieeereeeeieaaenans 2.129(c)
Decision On ex Parte aPPEAL .....cuiuiuiriei i aaa 2.144
Decision on interlocutory motion in inter partes proceeding...................... 2.127(b)
Petition to revive abandoned appliCation .......ccoeviiiiiiiiiiiiiiiiiie s 2.66
Petition 10 the DireClOr. .o e e e e e e e enens 2.146
Any case not specifically defined and provided for by rules................... 2.146(a)(4)
Contents of PetITION ..cui i s 2.146(c)
Delegation of authority to act on petitions ........cocoeviviiiiiiiiiiiiiiieeans 2.146(h)
Diligence, requirement fOr .......ooiiiiiii s 2.146(i)
Extraordinary situation requiring suspension or waiver of requirement
[ 0 = PP 2.146(a)(b)
B i e e 2.6, 2.146(c)
From denial of request for extension of time to file statement of
10T P PP P PTPPRI 2.89(2)
From grant or denial of request for extension of time to oppose ........... 2.146(e)(1)
From interlocutory order of Trademark Trial and Appeal Board .......... 2.146(e)(2)
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Invoke supervisory authority ..ocooviiiiiiii e 2.146(a)(3)
Oral hearing on Petition ... ..ciuiiiiii e aas 2.146(f)
Reconsideration of decision on petition.......ccooiiiiiiiiiiiiiiii 2.146(3)
Reconsideration of refusal to accept sec. 8 affidavit or declaration........... 2.165(b)
Refusal of renewal of reg@istration ..ot 2.186
Relief from repeated formal requirement of Examiner............... 2.63(b), 2.146(a)(1)
Review of adverse action on correction, disclaimer, surrender, etc. of
BT S 1 -0 v £ o) o B PP PP PP PRRNN 2.176
Stays time in appeal, inter partes proceeding, or reply to Office action
only when stay is specifically requested and granted ..........c.cevevevennn 2.146(g)
Subject matter for Petitions ....ccooviiiiii e 2.146(a), (b)
Time t0 file Petition oot e 2.146(d), (e)
To accord filing date as of date of deposit as Express Mail ..........ccevviinininnnn. 2.198
Pleading, amendment Of ......c.oiiiiiiiiiiii s 2.107, 2.115
Position of parties in inter partes proceedings .......cccevevvvveveenennnn. 2.96, 2.99(e), 2.116(b)
Postal Service, United States, interruptions or emergencies in ................... 2.195(e)
Post NOtiCe Of AllOWAINCE ..ouviniitiiie e eenens 2.88, 2.89
) SLoTS) vl o 10N 0] B e: A v Ko ) o KU UPSPPT 2.81
Power of attorney or authorization of other representative ....................... 2.17, 2.19
Practice before the U.S. Patent and Trademark Office, individuals enti-

171 (=T B o T PP PPN
Predecessor in title or related cOmMpPany, USE DY .cveeiriiiiiiiiiiiiiiiiieeieeieeaenans 2.38
Pre-trial conference, inter partes proceeding ..........

Principal RegiSter ..o s
Amendment to or from Supplemental Register .............cceeeneis
Printed publications, as evidence in inter partes proceedings
Prior acts, status of prior registrations ......ccccevviiiiiiiiiiiiii s 2.158
Priority claim based on foreign application.........cccoceviviiiiiiiiiiiiiinninnns. 2.34(a)(4), 7.27
Prior registrations, ownership, identification in application ...............cceeeevnnnnn. 2.36
Procedure in inter DATEES CASES .uuiuirie it ee e ieeee ettt eteeeereieerenseneneanans 2.116-2.136
Production of documents and things, request for (disCOVery) .....cccovvevineninnennns 2.120
Place of producCtion.....ccooeiriiiiiiii e ...2.120(d)(2)
Motion for an order to compel Production.......cccoevvviiiiiiiiiiiiiiieieeeeeeaennes 2.120(e)
1 0'a B B o T PPN 2.120(a)
Professional conduct of attorneys .................... 10.20-10.112
Proof of distinctiveness under SEC. 2(F) ..o 2.41
D o8 o T0) o N 1= v (T PO PPN 2.119(a)
Protective order:
Access to materials filed UNAeT . ......covuviiiiiiiiiiiii e 2.27(e)
Form of filing materials UNAer .......coouvuiiiiiiiiiee e eaeees 2.126(d)
Relating $0 QiSCOVETY vuiuiiiiiiiiiie e ettt e e et a et et e e e aneneanans 2.120(f)
Relating t0 teStimONY oo e aan 2.125(e)
Sanctions for violation.....cccoviviiiiiiiiii e 2.120(g), 2.125(e)
Publication and post publiCation .......cciiiviiiiiiiiiie s 2.80-2.84
Publication in Official Gazette:
Jurisdiction over published appPliCations .....civivriiiiiiiiiie e aeaens 2.84
Of claim of benefits under sec. 12(c) for marks registered under 1905
o) TR PPN 2.154
Of first filed of applications for conflicting marks ...................
Of mark on Principal Register for opposition after approval...
Of marks on Supplemental Register when registered ........c..coevviviiiniiiinininnnn, 2 82
Publication, notice by, undelivered Office notices to registrant in inter
DATLES PrOCEEAITIZ .t ininiiiittii ettt et et et e e et et e et eaneneaneneanananeans 2.118
R
Rebuttal testimOnY o (1)(b), (c)
Receipt of papers and fees ....ooviiiiiiiii s 2.195-2.198, 7.4
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Recognition of attorneys or other authorized person ...........ccceeeevvviiienennnn 2.17,11.14
Reconsideration:
Of affidavit or declaration of use under sec. 8.......cccceveviiiiiiininenene. 2.163(b), 2.165(a)
Of decision after final hearing in inter partes proceeding................cceeevnenes 2.129(c)
Of decision On ex PATLe aAPPEAL c.uiniuiii it e e anaas 2.144
Of decision on petition £0 DIreCtor ....cocviiiiiiiiiiiiiiiii e 2.146(j)
Of decision on petition t0 reVIVe....cocviiiii e 2.66(f)
@ 6 4= B o) v (o) o APPSO 2.64(b)
Of order or decision on interlocutory motion.........cccooviiiiiiiiiiiiiiiiiinenen.. 2.127(b)
Records of documents in Assignment Services Division of U.S. Patent
and Trademark OffiCe ... oo e aas 3.11-3.56
Records and files of the U.S. Patent and Trademark Office.... ...2.27, 2.200
Reexamination of appliCation .....cooiiiiiiiii s 2.63(a)
Reexamination of application after remand by the Trademark Trial and
ADPDPEAL BOATA ..iniiiiiiiiiii e e 2.130, 2.131, 2.142
Refund of money paid to U.S. Patent and Trademark Office...........ccccevvenvunennnn. 2.209
Refusal of affidavit or declaration of use under sec. 8............ ...2.163
Refusal of affidavit or declaration of use under sec. Tl......ccceviviiiiiiiiiiniiininennnnn.. 7.39
Refusal of re@istralion ..o 2.61
Refusal Of FEIMEWAL ....oviniiii e e e e e e et e e e e e e e aenananas 2.184
Refusal of request for extension of time to file a statement of use ................ 2.89(g)

Registered extension of protection. (See Extension of protection of international
registration to United States)
Registrability of marks in plurality of classes (combined applica-

173 (0} 1S PP PPN 2.86
Registrant claiming benefits of 1946 ACt .....cinininiiiiiiiiiiieeeeeeeeean 2.153-2.156
Registration as evidence in inter partes proceeding:

File of registration which is the subject of the proceeding .................... 2.122(b)(1)

Registration owned by any party to proceeding.........coceveviiiiiiriiiininnnnnn, 2.122(d)(2)

Registration pleaded by opposer or petitioner ...........cooeiviiiiiiiiiiininn, 2.122(d)(1)
Registration records open to public inspection ........cooeveiviiiiiiiiiiiiiiiens 2.27(d)
Registrations, printed copies available .......ccoiiiiiiiiiiiiii e 2.201
Related company or predecessor, USE DY .ovviii i eeeeaeeenas 2.38
Remand to Examiner:

After decision in inter PATLES CASE ...ovvvir ittt ans 2.131

During appeal from refusal of registration ............ccooeiiiiiiiiiiiiiin, 2.142(f)

DUTING INLET DATTES CASE ceuevninentie ettt e e et e e et e et e e e e eneaeneas 2.130

Renewal of registration......................ooe.l. ...2.181-2.186, 7.41

Application for renewal, requirements .........ccooeiiiiiiiiiiiiiii e 2.183
Failure to renew registration involved in inter partes proceeding .............. 2.134(b)
Of international registration .......coviiiiiiiii s 7.41
Period in WhiCh t0 fIl1€ ... 2.182
Refusal Of TENEWAL ....ouiiii it e e e e e e 2.184(a)
Review of Examiner’s refusal by DireCtor ......coooiiiriiiiiiiiiiiiiieiieiceeeeeeens 2.186
Term of original registrations and renewals .........ccccoviiiiiiiiiiiiiiiiiiiieeeeeaeaes 2.181
Replacement .......cooviiiiiiiiiiiiii s ..7.28, 7.29
Reply briefs in inter partes proceedings ... ....2.127(a)
Representation DY atlormey ..o e 2.11
Representation of others before the U.S. Patent and Trademark Of-
i (¢ PP 2.11, 11.14
Representative, domestic or U.S. (See Domestic representative)
Representation, recognition fOr ... 2.17, 11.14
Republication of marks registered under prior actS......cccocveveveviiiiinieninnnnns 2.153-2.156

Request for admissions (discovery). (See Admissions, request for)

Request for Extension of protection of international registration to United
States. (See Extension of protection of international registration to United
States)

341



37 CFR Ch. | (7-1-10 Edition)

Request for extension of time for discovery and testimony. (See Extension of time
for discovery and testimony)

Request for extension of time to file opposition. (See Extension of time for filing
opposition)

Request for extension of time to file statement of use. (See Extension of time to
file statement of use)

Request for information and exhibits by Examiner........cccocovivivivinininininennnn.. 2.61(b)
Request for production (discovery). (See Production of documents and things, re-
quest for)

Request for reconsideration. See Reconsideration.

REQUEST fOT TECOTAS . euieinitiii ettt et e et e et e e e et e e e enenans 2.201
Request for registrabion......cooiiiiiiii e 2.32(a)(1)
Request to divide an apPliCation . .o.ciueiiiiiiiiiiriie e e e aeaes 2.87
Request to divide a registration .....covviviriiiiniiiir e 2.171(b)

Requirements for receiving a filing date

Requirements for written application ..................cevenene
Registration of marks registered under prior acts .
Response t0 official aCtion ..ot e aaas 2.62
Restriction on holder’s right to dispose of international registration................ 7.24
Review by Director:
For relief from repeated formal requirement by Examiner ......................... 2.63(b)
Of adverse action on correction, disclaimer, surrender, etc. of registra-
17200 ) s B PP PT PP PRPPPPINt 2.176
Of refusal of affidavit or declaration of use under sec. 8 ...2.165
Of refusal of affidavit or declaration of use under sec. Tl......ccceeuviviriininiinenennnns 7.40
Of refusal of renewal apPliCation ....c.coviiriiiiriiiii s ...2.186
Petitions to the Director.................. ...2.146
Revival of abandoned appliCations . ....ccviriiiiiiiii e e aans 2.66
Revocation Of POWET Of attOrNeY .ouuiuiuiiniiiiiiiii et e a e e aenes 2.19
Rules of evidence in inter PATLes CASES ...iviviiriiiieiiit i eeeieeeieereneanennn 2.122(a)
Rules of practice in trademark cases:
Suspension, petition to Director ..o 2.146(a)(b), 2.148
Waiver, petition t0 DireCtor .....cocoiviiiiiiiiiiiniiiiein e 2.146(a)(5), 2.148
S
Sanction for failure to comply with discovery order.........cocecvevevivininininnnnnnnnn 2.120(g)
Sanction for failure to comply with protective order relating to testi-
070} 4 1y 20PN 2.125(e)
Saturday, Sunday, or Federal holiday, time for taking action expiring
10 N 2.195, 2.196
Schedule of classes 0f 200ds and SEIVICES...ccvviiiriiiiiiiiriiiiiireiereeeeenees 2.85, 6.1-6.4
Schedule of time for discovery and trial periods........cccoevveviiiiiiinnannn. 2.120(a), 2.121
Sec. 2(f), Proof of AistiNClIVENESS . .iu ittt e 2.41
Sec. 8 affidavit or declaration Of USE .....ccivieiiiiiiiii e 2.160-2.166
Sec. 44, application based on:
Amendment to change application to different register............c.cooeiiiinins 2.75(a)
Amendment to description or drawing in marK...........cccooviiiiiiiiiiiiiiinininennn.. 2.72(c)
Basis fOr fIling oo e 2.34, 2.37
CertifiCation MATK ..o ettt e e e e e e e e neaeaans 2.45(b)
COLLECTIVE INATK .iuininiiiiiiii et e et e et e e e ettt et eaeaeaeaeaenenenenanenans 2.44(b)
Drawing FeQUITEM. .. ou ettt et et e et et e e e e e et e eneanans 2.32(c)
Filing-date requirements (oo e 2.21
Goods or services identified may not exceed scope of those in foreign
application or registration.......ccooviiiiiiii e 2.32(a)(6)
Priority Clalmm oo e 2.34(a)(4)
Requirements for AraWing s . ..ocovi i ea e eaaas 2.52-2.54
Requirements for written application .......ccocveviiiiiiiiiiiiiiiiiiieieceeeeaeans 2.33, 2.34
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Supplemental RegiSter. ..o e 2.47(b)
Sec. 71 affidavit or declaration of USE.....ccvviviiiiiiiiiiiiiii e 7.36-7.40
Service charge for filing renewal application during grace period.............. 2.6, 2.185
1) A (e TSI 0 0 F2 1 i - € T PP PP PP 2.43

Specimens Or faCSIMILES ..o aas 2.56(c)
Service of copies Of LeStIMIONY c.oriniie i e 2.125
Service and signing of PAPErs ....ccovvvviiiiiiiii s ...2.119
Signature and certificate of attorney ...11.18
SIigNAture Of APDIICANI . ..cuii it e e, 2.33
Signature of electronically-filed document ...................ceevnen. 2.33(d), 2.193(c)(1)(iii)
Single certificate for one mark registered in a plurality of classes................ 2.86(c)
I 110§ 0 1) 4 L PO PP 2.56-2.59

Electronically-filed .....cccoviiiiiiiiiii s 2.56(d)(4), 2.161(g)(3)

Facsimiles in 1ieu Of SPECIMEIIS .. iuiuiit i e et eieee e ieeaereeaeneeaeanaes 2.56(¢c)

Not evidence in behalf of applicant or registrant in inter partes pro-

(S0 B B = PRSP 2.122(b)(2)
OFf SEIVICE IMATK .ttt ae e e aans 2.56(a)(2)
Requirement of filing with affidavit or declaration of use under sec.

< PP 2.161(2)
Requirement of filing with affidavit or declaration of use under sec.

L et et e ettt aee et eteeteteraeteaaee e eaaaaaaaas 7.37(g)
Requirement of filing with amendment to allege use .................... 2.76(b)(2), (e)(2)
Requirement of filing with statement of use .......c.ccooveviiininiininnn.. 2.88(b)(2), (e)(2)
Support of amendment to application ........oeeviiviiiiiiiiiiiiiiiiiae 2.71, 2.72
Support of amendment to registration..........cccooviiiiiiiiiiiiiiii 2.173

STALEIMNEIIT OF TS ettt et e e ae et e e e e e e e e e e aeaeaens 2.88

Amendments to description or drawing of mark after filing ................... 2.72(b)(1)

Amendments to dates of use after filing ........ccooviiiiiiiiiiiii 2.71(c)(2)

Extensions of time t0 1€ ..o e 2.89

Fee for filing..................
May not be withdrawn
Minimum requirements for filing
Requirements for

Time for filing........
Status of application after ex parte appeal .......cveveuviiiiiiiiiiiiiniiiiiiiiieeeeeeans 2.142(g)
Status of application on termination of inter partes proceedings .........cc.ceeuvenens 2.136
Stipulated evidence, inter PATTES CASES ..iuviiuiirinireieueteeieeereteeereeieaeeaaeanenaans 2.123(b)
Stipulation to extend discovery and/or trial periods.........ccceeevvvninnnnnn. 2.120(a), 2.121
Subsequent desSignation. ..ot e 7.21
Address for Mailing PaADET ...ciiriiiii et , 2.190(a), 7.4(b)
Cannot be filed DY faX..ccoiuiiiiiiiiiiiie s 2.195(d)(b), 7.4(d)
Certificate of mailing or transmission does not apply ....ccovevvvviviirinennnnnn 2.197(a)(2)
)T S {0 ) PPN 7.7, 7.21(a)(8)
Must be filed through TEAS or on International Bureau’s form ................. 7.21(b)
Substitute specimens, filing Of .. ... s 2.59
Summary judgments in inter partes Proceedings......ocovveveeineiinenerineneenenns 2.127(e)(1)
Sunday, Saturday, or Federal holiday, time for taking action expiring
[0 EE PP PPN 2.195, 2.196
Supplemental Register:
Amendment from Principal Register....ccooiviiiiiiiiiiiiiiiiiiiiieiceiecenes 2.47(c), 2.75
Application requirements .
Approval.......ceeviiiiiiiininnns,
Cancellation.....cocoviiiiiniiiiiiieeee e
Certificate of registration
Intent-to-use applications, when eligible......cooiviiiiiiiiiiiiieeeeas 2. 47(0)
Marks published when registered .. ..ocoviieiiiiiiii e eeeeaeas 2.82
Marks in request for extension of protection of international registra-
tion Not re@istrable ON......ocviiiiiiiii e 2.47(c), 2.75(c)
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Surrender of certificate of registration..........cccooiiiiiiiiiiii i 2.172
During inter partes ProCEEAINE ....cuieiriiii ittt ere e aaaeans 2.134
Suspension of action in application by U.S. Patent and Trademark Of-

DI ittt ettt aaans 2.67
Suspension from practice before U.S. Patent and Trademark Office ....... 11.11; 11.25
Suspension of later filed conflicting application .........ccooveiiiiiiiiiiiiiiiiiiie, 2.83
Suspension of inter partes proceedings by Trademark Trial and Appeal Board:
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